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brand, which is a “combination of elements that identifies a product
made by one manufacturer and distinguishes it from products made by
competing companies . . . .’ Often times, wine producers can use a
wine’s brand name to their advantage by designing a name that is
distinctive and connects the wine to a story or place.?® Wine
producers can also create a distinctive brand name by altering a word’s
sound, spelling, or meaning.?! When faced with a purchase decision,
customers will often examine the wines’ brand names in an effort to
avoid making a bad purchase.» Furthermore, there is often a positive
correlation between a wine’s brand name and a customer’s decision,
illustrating that the taste of a wine alone is not nearly as important in
the decision-making process as a wine’s taste combined with its brand
name.” This positive correlation explains how a wine’s brand name
can influence and even substitute a wine’s quality.* Thus, a wine’s
brand name is created to differentiate wine producers’ products and
influence indecisive customers who must make a decision when
hundreds of other wines line a grocery store’s shelf >

This Note will first trace the history of trademark law and then
explore the interplay of trademarks in the wine industry, since both
wine producers and trademarks find value in unique and distinct brand
names.?® The Note will move on to give an overview of consumer
confusion and discuss !"#$%# &' I'# ()*+" # (%-%.+)$/# 0# 147 which
announces factors for courts and the Trademark Trial and Appeal
Board (TTAB) to use when faced with consumer confusion claims.
The Note will then analyze 2345677%#8677/#1%773%$9#!":'#5'# ;% +$<3776/#
8+7=6"</9#>3"through the Federal Circuit’s and TTAB’s application
of the dispositive first ()*+", factor?® and will argue that the nature of

19 Forbes & Dean, /)?$3 note 16, at 2.

20 1="tht 3.

21 I="H#

22 Kelsea Nissen, Influences on Wine Purchases: A Comparison Between
Millennials and Prior Generations 9 (Mar. 2012) (unpublished B.S. study, California
Polytechnic State University) (on file with the Agribusiness Department, California
Polytechnic State University).

23 Lockshin, /)?$3#ote 13 (noting an experiment that found that participants
cannot differentiate between many wines when given limited information).

24 Nissen, /)?$3#hote 22, at 8. For example, a wine brand name that is
humorous can be perceived by a customer as cheap. Forbes & Dean, /)?$3#hote 16,
at 4.

25 Lockshin, /)?$3#ote 13.

26 Forbes & Dean, /)?$3#hote 16, at 3.

27 1"#$9%8.1. DuPont DeNemours & Co., 476 F.2d 1357 (C.C.P.A. 1973).

28 Oakville Hills Cellar, Inc. v. Georgallis Holdings, LLC, 826 F.3d 1376 (Fed.
Cir. 2016).

2 @%%#6tA$3¢ompanying note 106.
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and distinguish . . . goods . . . from those manufactured or sold by
others and to indicate the source of the goods, even if that source is
unknown.”*®  Trademarks serve two purposes that have remained
consistent throughout time:* (1) to determine ownership of a product;
and (2) to identify a product’s source, which encourages competition
among producers.’® A trademark will most likely be available for use
if it identifies and distinguishes the source of the wine, and the use of
the trademark does not—or is not likely to—infringe upon another’s
trademark.>! The use of trademarks encourages competition in the
marketplace, as customers connect the source of a product to its
reputation and quality.>? “Without a way to know who makes what,
reputations cannot be created and evaluated, and the process of
competition will be less effective.” Primarily, trademarks “protect
. . . the consumers from being misled.”* Ultimately then, trademark
protections protect both consumers and producers; they help reduce
consumer confusion, as well as help reduce unfair competition while
simultaneously increasing the reputation and goodwill of producers.>?
As previously noted, a wine’s label is an essential tool to help
customers make their purchase decisions.’® While the taste of wine
keeps customers returning to a specific type of wine,”” such as a
particular type of merlot, the wine’s brand gives customers
“reassurance, confidence, and connection” to the wine.’® Thus, the
label and its contents, including the brand name, is a wine’s

8 15U.S.C. § 1127 (2006).

4 Gordon U. Sanford, III, I"#$"%&"&(%)*'#+,-.& %/#0-*12* 3#458#6) 78" & T T#
9*:/&,; T#O-'&#8 " #US&HO&* 2#-<#$"%&" & (%0)*'#H9.8/%s. C.L. REV. 177, 178
(1998).

50 Megan M. Carpenter & Kathryn T. Murphy, =*"8">#6)"7?2?%#-"#%5&#9*"5*2#
1(%3#45&#@A!BH6* #<- #$22- *'CHD(*"1*-)7CH#*"1#EB7 .* *>8" 4o ,G7
LoUISVILLE L. REV. 465, 466 (2011).

Sif4 *1&2* GHSTT)& T#<- #%5&#H8" & H#BIHAT %o MCDEVITT pt. 1,
http://www.nealmcdevitt.com/assets/news/TM _Issues for Wine Industry 1 thru 6
.pdf (last visited Sept. 17, 2017).

52 Carpenter & Murphy, 7).,*# note 50, at 466.##

53 Titolo, 7).,*#note 37, at 179 (quoting Top Tobacco, L.P. v. N. Atl. Operating
Co., 509 F.3d 380, 381 (7th Cir. 2007)).

54 Ramirez-Montes, 7).,*#note 30, at 92.

53 Titolo, 7).,*#note 37, at 179.

3¢ Clinton Stark, @#1)%#-<#J#=-"7)2&,7T#6*7&H#H8"&#+),(5*T&T#-"#I*K&'#A4- #LM#
H8"&#4,&"17BTARK INSIDER (Jan. 14, 2015),
http://www.starkinsider.com/2015/01/2-3-consumers-base-wine-purchase-label-plus-
wine-trends.html (noting that “nearly two out of the three [customers] pick a bottle
of wine based on the label” (alteration in original)).

ST SIN#

38 H5*0o#tF*G& 7T#*#H8"&#6,*RIOHARD HEMMING MW (Feb. 25, 2016),
https://www.richardhemmingmw.com/blog/what-makes-a-wine-brand.
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identifier.’® Since trademarks also serve as identifiers, a trademark
can be “vital” in order to compete in the wine industry.®°

Trademarks help protect already trademarked wine names and
future wine names, in that a trademark protects a name from being
used or infringed upon by another wine producer.! For example, if a
future wine producer wishes to name his wine with a trademarked
name, he could be prohibited or challenged from doing so, which can
potentially bring high costs from delays of product release or from
litigation, or even diminish the future wine producer’s reputation.®?
With the responsibility of protecting and monitoring a wine brand
name resting on the wine producer, the wine producer who chooses to
challenge trademark infringement could send the infringing wine
producer a cease-and-desist letter.®> A wine producer that is served
with a cease-and-desist letter is faced with drastic consequences if
using a protected trademarked name; the producer’s “investment in
[his] labels, website, and social-media advertising for that name — and
. . . the hard-earned goodwill — likely would be lost.”** At the same
time, a wine producer with a registered trademark can suffer
consequences if he chooses to not challenge the future wine producer’s
use especially since “trademark infringement gets worse the longer it
sits.”® Not pursuing an infringing trademark can result in “diluting [a
brand name’s] distinctiveness, losing [the] right to exclusive use of
that [brand name] . . . reducing [the] brand’s value,”® or even deeming
the trademark abandoned.®”

Trademarks are also important in the wine industry because the
Alcohol and Tobacco Tax and Trade Bureau (TTB) only tracks and

59 Steven Lay, Branding a Winery and Its Wine Is Expensive, Necessary and
Benefits the Consumer No Matter the Size, EZINE ARTICLES (Nov. 12, 2015),
http://ezinearticles.com/?Branding-a-Winery-and-Its-Wine-Is-Expensive,-Necessary-
and-Benefits-the-Consumer-No-Matter-the-Size&i1d=9225932.

80 Sean Balkin, Trademarking Wine Goes Beyond Brand Names, LOTEMPIO L.
(Sept. 27, 2013),
https://www.lotempiolaw.com/2013/09/uncategorized/trademarking-wine-goes-
beyond-brand-names/.

61 Schorske & Heckathorn, supra note 18.

62 See id.

8 Winery and Vineyard Trademarks: How to Create and Protect Brand Names,
FARELLA BRAUN + MARTEL LLP (July 8, 2013),
http://www.tbm.com/Winery and Vineyard Trademarks How to Create_and Prot
ect Brand Names 07-08-2013/.

84 Id. (alteration in original).

85 Id.

% Id. (alteration in original).

87 Mystyc Metrik, A Toast to Wine Trademarks, SOC’Y WINE & JURIS. 1, 3,
http://wineandjurisprudence.org/wp-content/uploads/2013/04/Metrik-Wine-
trademarks.pdf (last visited Sept. 14, 2017).
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regulates trade names.®® Thus, the wine producer bears the sole

responsibility to protect and regulate its brand name.®® The best way a
wine producer can protect its wine’s brand name is through trademark
law.”® Federal trademarks are especially favorable for wines that are
being sold in multiple states due to their nationwide protection.”!
Additionally, as previously touched upon in Part I, a distinct and
unique trademarked name will provide the “strongest trademark
protection” because it is less likely that another wine producer will
attempt to use the same name.”> On the other hand, the weakest
trademark protections would lie in descriptive and generic names.
Descriptive names include an aspect of the product’® and require proof
of customers associating the name with a “secondary meaning.”’*
Generic names cannot even receive protection from federal
trademarks’> because they simply convey a category of a product.’®
Therefore, a federal trademark of a distinct name provides wine
producers “maximum name security” since trademark law gives the
“most legal clout” to challenge another wine producer’s use of a
wine’s brand name.”’

C. An Overview of Consumer Confusion in Trademark Law

The “cornerstone” of trademark law is to prevent consumer
confusion through the use of another’s protected mark.”® A trademark
need not be identical to another mark in order to avoid litigation.”
Rather, a similar mark on a similar good can be enough for a wine
producer to challenge another’s use of a particular mark.8" The

8 A trade name in the wine industry is the “name, other than a business’ precise
legal name, that the winery uses in its operations.” Schorske & Heckathorn, !"#$%
note 18.

9 &'( 1))*%+!*-$%").%$/*&!1")1*0,$*12)*345)*&5" 1 1 H6#$%atote 51, at pt. V
(“A wine business owner has an affirmative duty to monitor unauthorized uses of its
mark or third party uses of marks that could be considered ‘confusingly similar’ to
its own.”).

70 Schorske & Heckathorn, !"#$%note 18.*

T1*.$90").%$/*&!1")1*0,$*12)*345)*&5™ L$B#$%tote 51, at pts. [V, V.

2 Metrik, !"#$%iiote 67, at 1.

3 -$9%").%%$/*&!1")1*0,$*12)*345)*&5" 1 1L $B'#$%atote 51, at pt. I1.

74 Metrik, "#$%ilote 67, at 2.

75 &'(**

76 -$9%").%$/*&!")1*0,$*12)*345)*&5" 1 1L $B'#$%atote 51, at pt. IT (noting that,
for example, “House Wine” is a generic name).

77 Schorske & Heckathorn,*!"#$%mote 18.

8 7))*-$%").%$/*&!")1*0,$*12)*345)*&5" 1 1 ' #$Yatote 51, at pt. V.

79%&' (4t pt. 111.

80 &'(**
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involved, the sale under the identical mark . . . would be likely to
result in confusion.”® DuPont’s “RALLY” mark was used to identify
an automobile wax and cleaning agent. ! However, Horizon
Industries Corporation used “RALLY” as a mark to identify an all-
purpose detergent.!! DuPont bought out Horizon’s mark, the mark’s
application, and Horizon’s goodwill to be used towards DuPont’s
automobile cleaning agent.!2 To help facilitate this buyout, DuPont
and Horizon formed an agreement to establish the “RALLY” mark’s
boundaries, which ultimately allowed DuPont to use the “RALLY”
mark on products “incidentally usable” in Horizon’s market.!%

The court reversed TTAB’s refusal of registration, signaling the
court’s finding that DuPont’s use of the mark, “RALLY,” did not
likely result in confusion.!® The court came to this holding after
enumerating thirteen factors:!%

1. The similarity or dissimilarity of the marks in their
entireties as to appearance, sound, connotation and
commercial impression. [first DuPont factor]

2. The similarity or dissimilarity and nature of the
goods or services as described in an application or
registration or in connection with which a prior mark is
in use. [second DuPont factor]

3. The similarity or dissimilarity of established, likely-
to-continue trade channels. [third DuPont factor]

4. The conditions under which and buyers to whom
sales are made, i.e. ‘impulse’ vs. careful, sophisticated
purchasing. [fourth DuPont factor]

5. The fame of the prior mark (sales, advertising,
length of use). [fifth DuPont factor]

6. The number and nature of similar marks in use on
similar goods. [sixth DuPont factor]

7. The nature and extent of any actual confusion.
[seventh DuPont factor]

8. The length of time during and conditions under

9 Id. at 1359-60.

190 74 at 1359.

101 77

102 77

103 Id.

104 1d. at 1363.

105 Collectively known as the DuPont factors. Id. at 1361.
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means for mark holders to bring adversary proceedings to express a
mark holder’s opposition to a mark’s registration.!'! While an upset
mark holder can initially bring a trademark claim to either TTAB or a
United States federal court, there are many benefits to filing a suit to
be heard by TTAB.!'? For example, TTAB does not need to have
jurisdiction over the defendant like a U.S. court does.!'® If a mark
holder wanted to sue a person who has a pending federal trademark
application, he can do so only in TTAB.''* Unlike a U.S. court, a
“plaintiff can eliminate the need to wait to sue until the defendant
begins use [of the mark].”'’> A TTAB decision ultimately determines
whether a mark applicant can continue on with his trademark
registration, whereas a U.S. court will either issue an injunction or
damages.''® Furthermore, a TTAB proceeding tends to allow more
flexible timing.!'” For instance, a party may request an extension of
the discovery period and obtain extensions for up to 150 days.!!®
TTAB proceedings are also generally less expensive than proceedings
in a U.S. federal court,'" which can persuade a mark holder to address
his grievances in front of TTAB.

Mark holders will continue to face the application of the !"#$%&
factors even if they choose to appeal a TTAB decision. TTAB
decisions are appealed to the Federal Circuit.!?® As previously

the I"#3$%& factors); '(()*+'$) Oakville Hills Cellar, Inc. v. Georgallis Holdings,
LLC, 826 F.3d 1376, 1377-78 (Fed. Cir. 2016) (reviewing TTAB’s application of
the "#$%& factors).

M (0-.*/(0%.1)-.2*+)*%/)344(*+)5%$*./)6--357 , U.S. PAT. & TRADEMARK
OFF., https://www.uspto.gov/trademarks-application-process/trademark-trial-and-
appeal-board-ttab (last visited Feb. 20, 2017).

112 Elizabeth C. Buckingham, --35)$.)8(/(.*+)9%$".&:);<(.()&$)=2&2>*&()*)?@,@)
-*(0*.1)12'4"&(A)#*.&)B%(:)5%*./)#.$C((/2%>"' , INT’L TRADEMARK ASS’N (Feb.
1,2012),
http://www.inta.org/INT ABulletin/Pages/TTABorFederal Court WheretoLitigateaUS
TrademarkDisputePartOneBoardProceedings.aspx.

113 D/@

4 D/@

115 D/@lteration in original).

116 Laura Schwartz, 5E5)F*./G*.()!2'€.2C&)9%$".&")9$%'2/(.) D04*C&)$%)5$&<)
- *(0*.1)*%/)#*&(%&)=2&2>*& AH0OOKS KUSHMAN (Dec. 1, 2015),
https://www.brookskushman.com/news/client-alerts/bb-hardware-district-courts-
consider-impact-on-both-trademark-and-patent-litigation/.

7 Buckingham,)"4.* note 112.

18 D/@

19 D/@

12037 C.F.R. § 2.145(a)(1) (2017) (“‘An applicant for registration, or any party to
an . . . opposition or cancellation proceeding...who is dissatisfied with the decision
of the Trademark Trial and Appeal Board . . . may appeal to the United States Court
of Appeals for the Federal Circuit.”).
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discussed, the Federal Circuit applies the DuPont factors to determine
a likelihood of confusion case.'?! Therefore, while a mark holder
bringing a trademark claim must ultimately decide which forum is best
for his or her claim, a mark holder reasonably has a fair chance of
confronting the DuPont factors, given the factors’ prevalence in TTAB
and the Federal Circuit proceedings.'??

III. ANALYSIS

A. “Wine-ing” About !"#$%&&'( )%&&*( +&&" -( JO1( $1( 2'3,4"&8&Y%*(
)3&5%/4%-(66+(

Oakville Hills Cellar, Inc. v. Georgallis Holdings, LLC illustrates
the application of the DuPont factors in the wine industry. Georgallis
Holdings applied to register the brand name “MAYARI” for its
wine.!?>  Oakville Hills argued that Georgallis Holdings’s pending
wine name would likely create confusion with its wine name,
“MAYA.”!?* Specifically, Oakville Hills argued under Section 1052
that “MAYA” should not be registered as a trademark because:

no trademark by which the goods of the applicant may
be distinguished from the goods of others shall be
refused registration . . . unless it consists or comprises a
mark which so resembles a mark registered in the
Patent and Trademark Office . . . as to be likely, when
used on or in connection with the goods of the
applicant, to cause confusion . . . .!%

Applying the DuPont factors, TTAB found that ‘“the marks are
sufficiently different that, under normal commercial conditions for the
sale of wines, confusion is not likely.”!2¢

TTAB found three DuPont factors in favor of likely creating
confusion: (1) the “MAYA” mark will be used on goods similar to
Oakville Hills’s; (2) Oakville Hills and Georgallis Holdings would use
their respective marks in similar trade channels; and (3) the
companies’ products appeal to the same buyers and are bought under

121 See supra note 96 and accompanying text; see also Oakville Hills Cellar, Inc.
v. Georgallis Holdings, LLC, 826 F.3d 1376, 1379 (Fed. Cir. 2016).

122 See supra note 96 and accompanying text.

123 Oakville Hills Cellar, 826 F.3d at 1377.

124 Id

125 15 U.S.C. § 1052(d) (2012) (emphasis added).

126 Oakville Hills Cellar, Inc. v. Georgallis Holdings, LLC, No. 91211612, 2015
WL 4573202, at *8 (T.T.A.B. 2015), aff’d, 826 F.3d 1376 (Fed. Cir. 2016).
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similar conditions.!?” TTAB found only one factor not supporting a
likelihood of confusion—the similarity of marks as to appearance,
sound, connotation, and commercial impression—and found this
factor to be dispositive in its decision.'?® In regards to the goods in
which both marks will be used, TTAB noted that the goods are in fact
“identical.”'?® TTAB based this decision on the identification of the
goods in the application and registration to conclude that both Oakville
Hills and Georgallis Holdings intended to use their respective marks
on “all kinds of wines.”!3°

Oakville Hills appealed the TTAB decision to the Federal Circuit,
arguing that TTAB erred in dismissing its opposition claim to appellee
Georgallis Holdings’s trademark registration application. 3! The
Federal Circuit reviews TTAB’s legal conclusions “without
deference” and the findings of facts for “substantial evidence.”'*?> The
substantial evidence standard of review for findings of fact gives great
deference to TTAB, as the Federal Circuit cannot overrule any
findings of fact so long as the evidence supporting TTAB’s factual
findings is “more than a mere scintilla.”!3* The standard of review for
factual findings is essential to Oakville Hills’s appeal because the
question of whether a mark is likely to cause confusion is a question of
law that is based on the underlying findings of fact.!**

Oakville Hills first argued on appeal that the marks “MAYA” and
“MAYARI” are, in fact, similar enough to cause confusion and
TTAB’s factual finding otherwise lacked substantial evidence.!®
Oakville Hills contended that “MAYA” dominates both marks and the
additional “RI” in “MAYARI” is too trivial to be a distinguishing
element of the two marks.'3® Not only do both marks contain
“MAYA” within their names, but Georgallis Holdings’s “MAYARI”
mark is visually similar to Oakville Hills’s mark by displaying the
mark in standard character form.'*” Furthermore, TTAB found that
the two marks “may well” be pronounced quite differently because of

127 Oakville Hills Cellar, 826 F.3d at 1377-78.

128 Id. at 1377-78, 1381-82. The court found all other DuPont factors to be
neutral. Id. at 1378.

129 Oakville Hills Cellar, 2015 WL 4573202, at *2.

139 Qakville Hills Cellar, 826 F.3d at 1378 (citing Oakville Hills Cellar, 2015
WL 4573202, at *2).

131 1d. at 1377.

132 1d. at 1379.

133 1. (citing Consol. Edison Co. v. NLRB, 305 U.S. 197, 229 (1938)).

134 Id. (citing In re Chatam Int’l Inc., 380 F.3d 1340, 1342 (Fed. Cir. 2004)).

135

0 1

157 /d. at 1380,
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the lack of evidence supporting a similar pronunciation of the
marks.!3® Thus, on appeal, Oakville argued that TTAB’s finding on
the marks’ pronunciation rested on speculation rather than substantial
evidence. '’

Oakville Hills argued that the average consumer would not be able
to distinguish “MAYA” from “MAYA” plus “RI1.”'"  Georgallis
Holdings’s “MAYARI” mark is a combination of the owner’s
daughters’ names, and Oakville Hill’s “MAYA” mark is also named
after the owner’s daughter.'*! Thus, Oakville Hills argued that TTAB
erred in finding that “MAYARI” has no meaning and further argued
that because both of the wine brand names are arbitrary within the
wine industry, a consumer would not catch any differences in the
meanings in the names due to the marks’ similar appearance and
sound.'*?  Although Oakville Hills lost its opposition claim in the
TTAB decision because TTAB found the two marks to be dissimilar in
sound,'** Oakville Hills further argued that the purchase conditions
increased a likelthood of confusion since both parties were selling
wine productions ‘“via the same channels of trade, including in bars
under noisy and chaotic conditions.”'** As the prior user, Oakville
Hills maintained that any doubt of confusion should be resolved in its
favor and by ruling in favor of Georgallis Holdings, TTAB
undermined the “value and protection” of federal trademarks.!4

In response to Oakville Hills’s arguments on appeal, Georgallis
Holdings maintained three arguments. First, in response to TTAB’s
application of the dispositive !"#3$%& factor, Georgallis Holdings
argued that TTAB did not err because this factor requires an
examination of the similarity or dissimilarity of the '%&()'&(*df the
marks. %6 Based on the marks’ entireties, Georgallis Holdings
maintained that since “RI” has no meaning, consumers will view
“MAYARI” on the shelf as a “unitary whole and a coined term.”'#’
Georgallis Holdings found that “MAYA” is often associated with the
Mayan culture among U.S. consumers as well as a female name, while
“MAYARI” has not appeared in the top one thousand baby names for

138 - at 1378.
139 - at 1379.
140 - at 1380.

141
142

143 }"'+*"0)1 text accompanying note 106 (the first I"#$%& factor).
144 2134(55'+6(55*+7'5%2p F.3d at 1380.

145
146
147
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the past century.'#®

Second, Georgallis Holdings argued in the alternative that should
the Federal Circuit find that TTAB erred in finding the marks
dissimilar based on meaning and sound, Georgallis Holdings’s
registration application should still be valid because TTAB should
have given greater favorable consideration to Georgallis Holdings
regarding its application of the sixth DuPont factor.!'*  Third,
Georgallis Holdings contended that TTAB should have considered
third-party registrations and thus argued that if Oakville Hills
previously held that “MAYA” is distinct from “MAYAN,” then
“MAYARI” is clearly distinct from “MAYA.”!>°

The Federal Circuit found that there was substantial evidence for
TTAB to find that “MAYA” and “MAYARI” are dissimilar as to
appearance, sound, meaning, and commercial impression.'>! When
evaluating this DuPont factor, the marks—as Georgallis Holdings and
TTAB noted—must be viewed in their entireties.!>> The Federal
Circuit maintained that “MAYA” having its own meaning was not
enough to find that consumers will dissect “MAYARI” to “MAYA”
plus “R1.”!33 Because “may” and “ma” are also words with an
established meaning, Oakville Hills needed to provide evidence to
show why customers would not dissect the word as “MAY-ARI” or
“MA-YARIL”!>* Qakville Hills supported its contention that the
pronunciation of “MAYARI” would be similar to “MAYA” by
pointing to Georgallis Holdings’s website, which noted that
“MAYARI” is in honor of the owners’ daughters, Maya and
Arianna.’>> The Federal Circuit, however, found that there was no
evidence that the website’s availability on the Internet is enough to
show that consumers would be aware of the “MAYARI” marks’
origin.!>® The Federal Circuit found Oakville Hills’s evidence that
“MAYARI” is a Filipino name and a goddess in Tagalog mythology
unpersuasive because such evidence failed to illustrate that a U.S.
consumer would know these meanings.'"”’” The Federal Circuit thus
found this DuPont factor to be dispositive, ultimately affirming the

148 ]d

149 Id

150 1d.

151 Id

152 Id

153 Id. at 1380-81.
154 1d. at 1381.

155 Id

156 Id

157 1d.
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TTAB decision.!>®

B. Uncorking the Federal Circuit’s and TTAB’s Application of
the First DuPont Factor

The Federal Circuit affirmed the TTAB decision after finding that
Oakville Hills lacked sufficient evidence to demonstrate how
“MAYARI” is similar to “MAYA” as to appearance, sound, meaning,
and commercial impression.'”® The Federal Circuit evaluated the first
I"#$%& factor—the pronunciation and meaning of the two marks—
based on a “substantial evidence” standard of review.'®® A factual
finding satisfies this standard of review “if a reasonable mind might
accept it as adequate to support the finding.”!¢! In applying this
standard of review, the Federal Circuit noted that TTAB properly
found that there was insufficient evidence to determine the
pronunciation of “MAYARI.”!62

Both the Federal Circuit and TTAB speculated that the lack of
evidence of MAYARI’s pronunciation means that the two marks '()*
be pronounced differently.!®> The marks, however, '()* also be
pronounced similarly.'®* In fact, TTAB admitted that the two marks
could be pronounced the same.!%> Therefore, TTAB and the Federal
Circuit decided that the two marks are pronounced differently solely
on a +$,,-.-/-&) that the two could be pronounced differently. A
reasonable mind could hardly accept a possibility to adequately
support the finding, especially if the reasonable mind knew that this
one !"#$%& factor decided the case.'® Interestingly, when there was a
lack of evidence to decisively determine a !"#$%& factor elsewhere in
TTAB’s decision, TTAB found the factor to be neutral.!®’” If TTAB

158 012t 1381-82 (“A single !"#$%& factor may be dispositive in a likelihood of
confusion analysis, especially when that single factor is the dissimilarity of the
marks.”) (quoting Odom’s Tenn. Pride Sausage, Inc. v. FF Acquisition, L.L.C., 600
F.3d 1343, 134647 (Fed. Cir. 2010)).

159,012t 1380.

160 012 1379.

161 0%*3Mdler, 723 F.3d 1322, 1325 (Fed. Cir. 2013).

162 5(67-//14*8-1/,*94//(3 826 F.3d at 1380-81.

163 012t 1381 (emphasis added).

164 Oakville Hills Cellar, Inc. v. Georgallis Holdings, LLC, No. 91211612, 2015
WL 4573202, at *4, *6 (T.T.A.B. 2015), (::;1, 826 F.3d 1376 (Fed. Cir. 2016).

165 012

166 5(67-//14*8-1/,*94//(3 826 F.3d at 1381.

167 5(67-//14*8-1/,*94//(3*2015 WL 4573202, at *6 (noting that the excerpts from
<-%4*=+4>& (&h@sazine were “too scant” to find Oakville Hills’s “MAYA” mark
to be famous). Thus, this !"#$%& factor was treated as neutral and did not tip the
balance of the factors in either direction in the question of the likelihood of

>$%&-%"41*2*2*2*
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generally found a lack of evidence to be neutral, why would a lack of
evidence on the pronunciation weigh against Oakville Hills? The
Federal Circuit dismissed Oakville Hills’s argument that Georgallis
Holdings’s website provides guidance on the pronunciation since the
origin of the “MAYARI” mark lies in the combination of “Maya” and
“Arianna.”'®® Instead, the Federal Circuit affirmed TTAB’s finding
that the marks ‘“are only possibly similar, in part, in their
pronunciation.” 1> Thus, the Federal Circuit willingly affirmed
TTAB’s finding on a possibility. To produce a fairer result, the
Federal Circuit should have remanded the case to allow the parties to
gather more evidence of MAYARI’s pronunciation to move beyond a
mere possibility.

The analysis of the meaning of the mark differed greatly from the
pronunciation analysis because both courts acknowledged that each
side presented evidence.!”” The courts ultimately found that Oakville
Hills’s evidence was weak compared to Georgallis Holdings’s
evidence.'”! Therefore, there is available evidence, that a reasonable
mind can accept as adequate, to find that the two marks have
dissimilar meanings. '’>  The Federal Circuit correctly affirmed
TTAB’s finding on the marks’ dissimilar meanings.'”

The Federal Circuit, however, failed to address an essential sub-
rule applied to the first DuPont factor.!”* TTAB mentioned that when
marks appear on identical goods, “the degree of similarity necessary to
support a conclusion of likely confusion declines.”'’> TTAB admitted
that the marks are “visually similar . . . in part”'’® because the two
marks share the first four letters.!”” The dissimilar meanings of the
marks and the erred analysis of the marks’ pronunciation led TTAB to
determine that the overall commercial impressions of the marks were
dissimilar.!”® Ultimately, then, this case turned on the lack of evidence
of the pronunciation rather than the available evidence of other

confusion. Id.

18 Oakville Hills Cellar, 826 F.3d at 1380-81.

169 Id. at 1379 (internal quotation omitted).

170 See Oakville Hills Cellar, 2015 WL 4573202, at *5-6; see also Oakville
Hills Cellar, 826 F.3d at 1381.

"V Oakville Hills Cellar, 826 F.3d at 1381; see also supra Section IILA.

172 Oakville Hills Cellar, 826 F.3d at 1381.

173 Id.

174 See infra note 179 and accompanying text.

15 Qakville Hills Cellar, Inc., 2015 WL 4573202, at *3 (quoting Century 21
Real Estate Corp. v. Century Life of Am., 970 F.2d 874, 877 (Fed. Cir. 1992)).

176 Id. at *6.

77 Id. at *4.

178 Id. at *6.
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another.”'®” Thus, a factor may be weighed more heavily than others,

but no factors should be viewed in isolation of one another.'”?

Therefore, for TTAB and the Federal Circuit to truly apply a multi-
factor test, neither court should view the first DuPont factor as
dispositive in isolation. Simply saying the first DuPont factor may be
dispositive is not enough to decide the entire case.!”® Neither TTAB
nor the Federal Circuit weighed the three factors finding a likelihood
of confusion against the single factor finding to be against a likelihood
of confusion.?”® By viewing the first DuPont factor without regard to
the other factors, neither of the courts explained the lower standard for
identical goods despite both courts noting that the goods were indeed
identical.?*! Oakville Hills is not the only case that has been decided
on a dispositive factor,*? but Oakville Hills illustrates the disconnect
in applying a multi-factor test while allowing one factor to be
dispositive. Instead, the courts should have allowed the factor to play
a dominant role while still undergoing a weighing process. Thus, in
Oakville Hills, the courts needed to undergo two balancing processes:
(1) weighing the various subparts in the first DuPont factor to
determine its inflated weight, and (2) weighing the first DuPont factor
against the other factors. By actually weighing the factors in a multi-
factor test, courts will create predictable decision-making processes,
maintain overall fairness, and better achieve a just result.

" #3$%& '()*+%& ,-& )$%& ./0%& 102*3)+4& 5%$,*62& 7%& 8/9%0& :,+%&
:,03/2%+()/,0&

The courts should apply the DuPont factors while considering the
industry in which the marks are used. Evaluating the marks’ industry
can guide courts as to what factors should be given more weight, as
the courts may then better understand the implications of similar
marks in the same industry.2> The third and fourth DuPont factors***

197 Id

198 See id.

199 I1d.

200 See Oakville Hills Cellar, Inc. v. Georgallis Holdings, LLC, 826 F.3d 1376,
1381-82 (Fed. Cir. 2016); see also Oakville Hills Cellar, Inc. v. Georgallis Holdings,
LLC, No. 91211612, 2015 WL 4573202, at *8 (T.T.A.B. 2015), aff"d, 826 F.3d 1376
(Fed. Cir. 2016).

201 TTAB mentioned, but ultimately failed to apply the rule that where goods are
virtually identical, “the degree of similarity necessary to support a conclusion of
likely confusion declines.” Oakville Hills Cellar, 2015 WL 4573202, at *3. The
Federal Circuit completely overlooked and failed to consider such a rule. Oakville
Hills Cellar, 826 F.3d at 1378.

202 See, e.g., In re Dixie Rests., Inc., 105 F.3d 1405, 140607 (Fed. Cir. 1997).

203 Clifford D. Hyra, The DuPont Factors: The Trademark Infringement Test

continued . . .
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